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Module 10: Intellectual Property Rights: Patents

I. Objectives

e To provide the students with an understanding of

e The laws relating to what is patentable
e The roles libraries & information centers should play in pat

o The range of databases available

enting

I1. Learning Outcome

On completion of this module, you are expected to have a clear understanflmg Of;[the
evolution of patent system, its objectives and what is patentable and what is not. ou
should also have an understanding of the role libraries and information c.entres inR&
D institutions should play in serving their parent organizations with regard to
patenting their inventions and innovations

III. Structure of Module
1. Introduction
2. What can be patented?
3. Ever greening of Patents
4. Criteria for Patenting
5. Terminology Associated with Patents
6. Procedure in Patenting
7. Types of Patent Applications
8. Contents of Patent Document
9. International Patent Laws
9.1 The Paris Convention
9.2 The European Patent Convention

9.3 Budapest Treaty on the International Recognition of the Deposit of
Microorganisms for the Purposes of Patent Procedure (1977).

9.4. Patent Cooperation Treaty (PCT)

9.5. Patent Laws in Other Countries

10. Patent Laws in India

11. Retrieval Tools
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11.1 Indian Patent Classification System
11.2 The International Patent Classification (IPC)
11.3 INID Codes
12. Sources of Information
12.1 Official Journal of the Patent Office
12.2 WIPO Patent Information Services (WPIS)
12.3 Guide to Technology Databases
12.4 Patent Lens
12.5 Google Patents
12.6 Patent scope
12.7 Espacenet
12.8 National/Regibnal Patent Offices
12.9 Historical Information
13. Institutional Sources
13.1 National Institute for Intellectual Property Management (NIIPM)
13.2 Patent Information System (PIS)
13.3 Traditional Knowledge _ _
13.4 Traditional Knowledge Digital Library
14. The Role of LISP vis-a-vis Patents
15. Trademarks
15.1 Trademark Protection in India
15.2 International Trademark Protection
16. Industrial Design (ID)
16.1 International ID Legislation
17. Geographical Indications (GI)
18. Summary

19. References
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1. Introduction

P?tents are one of the olde
fgwen 10 an inventor for
product” or the “process”

st forms of intellectual property. It is the exclusive right
a specified period of time protecting an im.fentlon —a
: of manufacturing that product. It grants the inventor the
right to make sell or use the product or process and exclude others from doing so.
Granting a patent is based on two fundamental ideas — i) human effort should be
rewarded and that ope js entitled to the fruit of one’s labors; and ii) the product
mventeq/process developed should not be the sole possession of the inventor in
Perpetuity. It should be for the ‘public good’ i.e. knowledge should be in the ‘public
dorn.am.’ ’ Hence, even though a patent is granted for exclusive use, the time for such
use is limited by law. The document which describes the invention is called a patent
spec1ﬁ<.:atlon. It describes the legal rights in a patent are based on the disclosures
made in the specification. The international organisation concerned with various
aspects of intellectual property including patents is the WIPO. TRIPS which is an

interna:cional treaty on Intellectual Property has also been described earlier. As is the
case with copyright, there are international treaties for patents also.

2. What can be patented?

A patent can be
“Invention” has
involving an inv

granted for an invention of any process or product. The word
been defined in the Patents Act 1970 as “a new product or process
entive step and capable of industrial application”. “New invention” is
defined as any invention or technology which has not been described earlier in any
document or which has been used in the country or elsewhere in the world before the
date of filing of patent application ie. the subject matter is not in the public domain or
that it does not form part of the state of the art. “Capable of industrial application”
means that the invention is capable of being made or used in an industry

As mentioned earlier, an application cannot be filed for an invention which has been

either published or which has been publicly displayed. However, the Patents Act also
states:

“Under certain conditions, there is grace period of 12 months for filing application
even after publication. The Patents Act provides a grace period of 12 months for filing
of patent application from the date of its publication in a journal or its public display
in an exhibition organized by the Government or disclosure before any learned
society”

The details and conditions are provided under Chapter VI of the Act (Section 29-34)
(ipindia.nic.in/ipr/patent/faq_patent.htm).

3. Ever greening of Patents

Ever greening of a patent is a strategy allegedly adopted by'some to renew their
patents by bringing in some minor changes when the patent is about to expire. A
patent on the new form would then give them monopoly for a ﬁthhfzr period of-20
years. This term is generally discussed in the context of phannac.eu.tlcal companies.
The theory is that by adding new mixtures or forl_nulanon:s to an exxstmg drug, pharma
companies can patent the “new” drug and sell it at a higher cost. Indian patent law
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. denied
A ril 1, 2013
prevents the ever-greening of a patent. Indian Supreme (;O}tl,r;zgy]ait)e). 0]
a patent for the Novartis breakthrough drug Glivec (Imatinidt

4. Criteria for Patenting

e . . . . ese are.:
Three criteria have to be fulfilled for an invention to be patented- Th

e Novelty — the invention must be new or novel.
e Non-obviousness — an inventive step should be involved
e Utility — it must be capable of industrial application.

escription of the
he details of the
tent are

is a written d
e. It discloses t _
The legal rights 1 2 pa

To obtain a patent, a patent specification, which
invention, is submitted to the designated patent offic
invention for which the patent protection is sought.
based on the disclosures made in the specification.

5. Terminology Associated with Patents

Prior Art

public in any form about

Prior Art is all the information that has been disclosed to the .
while patenting

an invention before a given date. Knowledge of prior art is necessary
to confirm novelty and non-obviousness.

What is a “priority date”?

Priority date is generally the date of first filing allotted by the patent office to an

application. More than one person might be working on a problem (product or
process) at the same time and achieve the same result. But only one person can be
granted a patent for the invention. In such a case, the first-to-file the application gets
the priority in granting the patent. Such a rule is useful when a patent is being applied
for in several countries as Priority Date is the filing date of the first application in any
of the countries under the treaties mentioned earlier. Though the date of filing is
generally accepted as priority date it is not always so in all countries. In USA, for
instance, it is the date when the invention was done.

Inventor vs. Applicant

The inventor need not necessarily be the applicant i.e. the one who applies for the
patent. Patents are property. Generally, a patent is owned by the inventor. However,
the inventor and the owner of the patent may be different. The rights to the property
can be assigned to others by the inventor. For instance, in a government funded
research institute or an academic institution, the inventor assigns the patent to the
institute or a university. The USA, however, requires a patent application to be in the
name of the inventor. A company cannot be the inventive entity.

Term of Patent

Currently, the term for patents in India is 20 years from the date of filing of the
application for the patent whether it is a provisional or complete specification. The
patent can be renewed every year on payment of a fee to the Patent Office and it is the
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' ¢ 2 year feem (he nvention elaimed in the patent falls into the public domain.
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Infringement

I”‘i'hl 1 ' 1 H I § ‘
pEmentoFa patent is the violation of the exclusive rights of the patentee.

O, 'rocedure in Patenting

SE i
4 + lovind ! ' . H
Filing ol l(';l npplication af the desipnated Patent Office is the first step in the patenting
IOCOHE. ONCS 0 mntant ta (1t , . ,
proced » "|“‘ A patent s filed it iy checked for the correctness of all documents
required submitted wi - ; ; ; P
[ ! (Iv " .:.uln'mllul with the application. It is then examined against the criteria
;"“-'” lonad ear Iwr.lm' putentability. Prior art search is also done by the Fxaminer at the
atenl ()(Il(;‘u. Objections may be raised if criteria are not satisfied and the applicant
ean '}«-‘»lll)l"li llh_u application afler carrying out the necessary changes. Once the
crilerin are satisficd it is published in the Official Journal of the Patent Office, after 18
months from the date of filing,

Itis now open for opposition by (hird party which can be done within a period of one
year [rom the date of advertising, If there is no opposition then the patent is sealed or
pranted. 1t is then published in the Patent Journal. A granted patent gives the
inventor/assignee the exclusive right to make or sell the patented product or process
and to exclude others from doing so. However, the government has the right to make
use of the patent if it deems it necessary. It can also be used by others for
experimental or educational and research purposes.

Indian patent law allows both pre-grant opposition and post-grant opposition. Pre-
grant opposition can be anytime after the publication of the patent until its grant. It is
granted only if it overcomes pre-grant opposition. Post-grant opposition decides
whether the patent should be maintained or not.

7. Types of Patent Applications
e Ordinary Application: An application filed without reference to any other
application made earlier.

e Convention Application: In this application priority date is claimed on an
application made carlier in a convention country. The application is submitted

along with the priority document.

PCT International Application: An application made according to PCT. The
applicant gets an international filing date in all the designated countries.

Application for Patent of Addition: If the applicant ‘[.’eels that he can do a slig,ht
modification to what he has already invented and for which a patent ha-s beep applfed
for, he can apply for an Application for Addition. This is because there is no inventive

step involved.
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speeilication,

Complete Specification: ion of

e feccri i a.w.‘mgs un.d c‘luims is called as the OUIUPICUJ49“[%3(‘:%[3011}’1(‘;!!:

_ Seription regarding prior art is included in the complefe specification. e
dl'S.ClOSl'll‘e of the invention in a complete specification must be such thal a person
skilled in the art may be able to perform the invention. It is mandatory on the part of
an ap}.)llcant to disclose fully the vavious features constituting the invention along with
experimental rgsults and drawings, ete. essential for mldersl.zinding the invention. The
compl'ete spe?lﬁcalion contains the patent number, the Litle of the invention, the “""’."‘
to Wthl‘} the invention belongs, prior art, the name, address and nationality of each of
the agphc?nts. Every complete specification is accompanicd by an abstrac to provide
technical mfo\rmation on the invention. The Claims section in a specification defines
the scope of legal protection. The Claims define the monopoly rights that the
applicant is trying to obtain for the invention.

Equi-valent .Pat-ent: A patent that relates to the same invention and shares the same
priority application as a patent filed elsewhere.

Patent Family: A patent family consists of all the patents which relate to the same
invent.ion published by different patent offices in various countries. That is, it is the
same invention patented in more than one country by the same inventor and having
the same priority date.

8. Contents of Patent Document

A patent document is a techno-legal document and four categories of information can
be found:

e Bibliographic

e Technical

o Legal

e Database and retrieval oriented

Every patent document must contain a description of the “prior art” in that arca. That
is, it describes the state of the art of technology in the field of invention and the
various developments in the field in which the patent is being applied for and as such
contains references to periodical articles, earlier patent specifications and other
literature. Thus it contains useful research and technical information. There are two
types of “prior art” references - those given by the applicant fmd thf)sc givc'n by the
Patent Examiner. As patent system is very old, LISP can }_1elp in tracing the h[story 9'f
specific fields of technology especially as such information may not be available in

any other form of publication.
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9. International Patent Laws

9.1 The Paris Convention

The Paris Convention for the Protection of Industrial Property, Signcd in P
was one of the first intellectual property treaties and is administere . Lrade and
Convention applies to all categories of industrial property such as patents, ‘idcd for
service marks, industrial designs, utility models (a kind of “small pau'ant prov eo013
by the laws of some countries), trade names and geographical indications. AS 0 ;l'" tl; c
the Convention has 175 contracting member countries. India became & member ¢
Paris Convention in December 1998.The principal features are:

o A member country is obliged to give nationals of other member countrics

the same protection and advantages as it grants to its own nationals.

e Right of priority: The Convention provides for the right of priority in the
case of patents, trade and service marks and industrial designs. This means
that if an application is filed in one country and is subsequently filed
within the specified time frame in another convention country, the latter
application will be considered to be filed on the same day as the first
application thus ensuring right of priority

e Common Rules: The Convention has also laid down some common rules
for all the contracting states.

9.2 The European Patent Convention

European Patent Convention (EPC) signed in Munich in 1973 is a multilateral treaty
instituting the European Patent Organisation (EPO) - an intergovernmental
organization - for granting European patents.

9.3 Budapest Treaty on the International Recognition of the Deposit of
Microorganisms for the Purposes of Patent Procedure (1977).

This treaty is administered by WIPO and India became a signatory in 2001.In any
patent specification the invention should be described in sufficient detail so that it is
possible for a person skilled in the art to perform the invention. When an invention
involves microorganism, it is not possible to describe it in a manner by which others
can perform the invention. Hence, in inventions involving microorganisms, a deposit
of the biological material in a recognized institution is required. The Budapest Treaty
ensures that if an applicant deposits the material in any one recognized institution it is
not necessary to deposit it again in other countries when applying for a patent in those
countries.

9.4, Patent Cooperation Treaty (PCT)

The Patent Cooperation Treaty (1970), an international patent law treaty provides a
unified procedure for filing patent applications in each of its 148 Contracting States.
By filing one international patent application under the PCT, applicants can seck
protection and priority in any of the countries designated by them. India is a member
of the PCT since December 1998.
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INID glands »I'()r
) Data, 'l he
tents m

common  code for identifying the different data elements.
internationally agreed Numbers for the Identification of (bibliographic
INID codes can be wtilized by the information professional to retricve pa
different languages or when creating an in-house database of patents.

12. Sources of Information
Activitics relating to patents have their own terminology. The OLCD's “Glossary "

Patent.Terminology’ is a very useful tool to understand the various Lerms u‘:;cd in
Patenting and Patent Searching, (http://www.oced org/sti/sci-tech/37569498.pdf)

Indian Patent Information Retrieval System, (IPAIRS) is a free search portal Jaunched

by tl}e Inc-iian Patent Office. Version 2.0 was released in April 2012. It includes full
specifications of Indjan patents.

12.1 Official Journal of the Patent Office
A requirs:ment of the 2005 amendment to the Patent Act 1970 was the publication of
an Official Journal of the Patent Office. It is a weekly uploaded every Friday and is

available on the patent office website.

( http://ipindia.nic.in/ipr/patent/natents.htm).

12.2 WIPO Patent Information Services (WPIS)

To offer technical assistance to developing countries, WIPO has set-up the WIPO
Patent Information Services (WPIS) for handling individual requests for patent
information. The WIPO Patent Information Services are offered free of charge to
developing countries.

(http://www.wipo.int/patentscope/en/data/developing countries.html).

The WIPO Guide to using PATENT INFORMATION is useful in understanding the
structure  of a patent document and tips for searching them.
http://www.wipo.int/edocs/pubdocs/en/patents/434/wipo_pub_1434 03.pdf

12.3 Guide to Technology Databases

WIPO has brought out the “Guide to Technology Databases” to assist the users in
identifying and using publicly available online patent databases. The Guide describes
the scope of each of the databases and evaluates them.
(www.wipo.int/freepublications/en/patents/.../wipo_pub 1434 11.pdf)

12.4 Patent Lens

Patent Lens is a worldwide, open-access, free full-text patent database. It covers over
8 million patents and applications — those of WIPO, USPTO, and EPO. It also
integrates the INPADOC legal status feature and patent family information. A useful
feature is the searching of DNA and protein sequences disclosed in patents. Another
feature of interest is the “Technology Landscape” which deals with technologies
relevant to life scientists and are ‘interpretation maps’ of specific topics and which

analyze patent data relating to particular topics.
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12.9 Historical Information

Gazette of India

Patents for Inventions

Patent Office Journal(POy)
Indexes by the Indian Patent Office

Journal of the Patent Office Technical Society
Patented Inventions of the CSIR
INPAT Database

¢ Ekaswa Databages
s Institutiona] Sources

* National Institute for Intellectual Property Management (NITPM)
* Patent Information System (PIS)

13. Institutional Sources

iI‘he. web.site of the Controller General of Patents, Designs and Trademarks provides
mformatlon. on all patents, designs, trademarks, geographical indications.
http://www.ipindia.nic.in/

13.1 National Institute for Intellectual Property Management (NIIPM)

The Rajiv Gandhi National Institute for Intellectual Property Management under the
Ministry of Commerce & Industry is engaged in conducting training and awareness
programs relating to Intellectual Property Rights such as Patents, Designs,
Trademarks and Geographical Indications. (http://www.ipindia.nic.in/NIIPM/)

13.2 Patent Information System (PIS)

PIS were established in 1980 at Nagpur by Ministry of Commerce and Industry, with
the following objectives:

e To obtain and maintain a comprehensive collection of patent specification and

patent related literature on a world-wide basis.
e To provide technological information contained in patents through search

services and patent copy supply service;

The PIS has many international databases and full texts of patents the list of which is
given in its website. The PIS also provides search services including state-of-art-

search, bibliographic search and family patent search.

(hnp://ipmdianic.in/Niium/pis.htm)

13.3 Traditional Knowledge

Patents have been applied for and granted .in many instance§ on the basig Qf the
traditional knowledge of a community or society and _thc_)ugh this knowledge is in tlfe
public domain it is not available in any document. This is because such knowledge is
generally passed down from one generation to the next by word of mouth, and for the
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13.4 Traditional Knowledge Digital Library

/\_lm“lt‘-l' immense el‘l‘_ort to combat biopiracy is the Traditional Knowledge Digital
Libracy .(I' 'l\D.L') Project of the NISCAIR, a CSIR institution. The examiners of
putc‘n‘ts involving neem, turmeric, etc. contended that they could not search relevant
[mdlt.loqul knowledge as prior art. The reason for this non-accessibility were that a)
such information was not compiled and arranged in an orderly fashion b) the prior art
was confined to texts which were not in the English language. The TKDL project was
established in 2001 to overcome this. At the time the TKDL was established, it was
estimated that nearly 2000 patents relating to Indian Medicinal Systems had been
granted. The TKDL database makes available the information from various sources.
TKDL gives modern names to plants/diseases/processes mentioned in literature
relating to Indian systems of medicine. TKDL is a database containing information
from Indian Systems of Medicine including Ayurveda, Siddha, Unani and Yoga to be
used as prior art. It contains scanned images of medicinal formulations from original
books. TKDL has since its inception prevented many patents being granted. The
information professional thus has an important or even vital role to play in
participating in the documenting of knowledge/dissemination of such knowledge.

14. The Role of LISP vis-a-vis Patents

Novelty had been mentioned as being one of the criteria for patenting. Novelty means

that the information contained in the patent should not have been pubhshed' earlier or

in use. An extensive and exhaustive search of literature and patent publications is

necessary to determine novelty. The LISP can thus help the patentee in several ways:

e before filing of the patent to ascertain if information is already available in
published form or if it is already put into use; -

e by creating awareness in the applicants for the nfeed for novelty and advising
tlz,em in ﬁﬁng a patent before the matter is submitted as a dissertation or as a

paper.
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15. Trademarks

A trademark is basicauy a vi
. . R 1Sua
to distinguish the goods or Servilc?;m?:?l w
another. It can be g name, worg sy:n bE:rle
2 N 0 ,

and identifies a given product. Th

hich is used to Jabel goods or services S0 a5
d by one undertaking from those offered by
o i slogan or even a combination of the above
main characteristics of a trademark are that:
o it should be distinctjye
ctive je. S . .
another €. be able to distinguish the goods and services of

e It should not be deceptive

d to create a brand image. They are extensively used in

t e . N 0y ecomm i i i

15.1 Trademark Protection ip India

Trademarks are administered by the Trademarks Registry under the Controller

General of Patents, Trademarks and Designs. It administers the Trade Marks Act,
.1999 and SUbsequﬂ}t rules. Service Marks were not available earlier but have been
introduced under this Act and subsequent rules. Registration of a trade mark is not
compulsory; however, registration would be useful in dealing with cases of

infringernept. The. term of a trademark registration is for a period of ten years is
renewable indefinitely by the user.

15.2 International Trademark Protection

International protection for trademark is through the Madrid system and is governed
by two treaties — the Madrid Agreement and the Madrid Protocol. Of interest to LISP
are two databases of WIPO. These are the MADRID EXPRESS, which permits the

searching of international trademark registrations, and ROMARIN for details of
international marks.

16. Industrial Design (ID)

“Industrial Designs” relates to the ornamental or aestheti.c aspect of a useful product.

It is concerned with shape, texture, color, configuration gnd pattern etc. or the

combination thereof of any object that could be consumer or industry oriented. It may
be three-dimensional or two dimensional. It protects the appearance of a product. As
Designs are considered to be intellectual property, protection is given to them u1:1de1'
law. The purpose of design registration is, therefore, to ensure that crethrs qf desqu
are not deprived of the economic benefits due to them by others api ygg ltlt)o welr
20ods. In India, the Indian Design Act, 1911 has been replaced by the New Designs

Act, 2000. Novelty is a criterion here also as in the case of patents.

(http-//ipindiaservices.gov.in/designapplicationstatus/ designstatus.aspx)
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16.1 International TD Legislation

Under the Hague System for ¢pe internati

_ : ( onal registration of industrial designs, it is
p0551b1e' to obtgm Protection in seyera] countries through filing one
international application, =

17. Geographical Indications (GI)

A. Geog;‘aphlcz}i} Indication i.s a not'ice stating that a given product has its origin in a
%::;f u?l%;g (llcall.z:r eal‘t]_‘hlsillmplles that the product (either natural or crafled) has a

e uality. It is thus used to identify goods having special characteristics
originating from a definite G & & p

. eographical Territory, T} e
and reputation from that pl Eap! ory. The product derives its qualities

ace. That is, there is a connect;
the place and the customer is assured of the quality of the product when such a tag is
used. It could apply to both agricultura

_ | produce as well as handicrafis and
mar.1ufa(.:tures associated with a region. The registration of GI gives the party
registering the GI and authorized users the legal right to make exclusive use of the GI.
Ind1a3 as a member of WTO, enacted the Geographical Indications of Goods
(Registration & Protection) Act, 1999, The Geographical Indications Registry is
located at Chennai. Darjeeling tea became the first GI tagged product in India.GI
registrations have been given for many items in India such as:

e  Mysore Silk

*  Muga Silk of Assam

e Dharwad Peda

e Malabar Pepper

e Salem fabric

e E.L Leather

¢ BhavaniJamakalam

e TirupathiLaddu etc.

18. Summary

The above sections deal briefly with various features of patents, patenting in India,
information sources and patent search and retrieval. It is confined to free databases
and resources and does not describe commercial databases. The module also discusses
about trademark, industrial design, geographical indication, etc.
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